TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
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Ex parte M KI O MOTTATE,
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and
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Appeal No. 95-2721
Appl i cati on No. 08/054, 927*

HEARD: May 5, 1998

Bef ore CALVERT, PATE, and NASE, Adninistrative Patent Judges.

NASE, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina

rejection of clainms 1 through 16. Caim 17 has been al | owed.

! Application for patent filed April 28, 1993.
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W REVERSE.
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BACKGROUND

The appel lants' invention relates to a titani um
ort hodonti c appliance. An understanding of the invention can
be derived froma reading of exenplary claim1, which appears

in the appendi x to the appellants' brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:

Takahashi et al. 5, 068, 003 Nov. 26,
1991

( Takahashi )

Hi | gers et al. 5,131, 843 July
21, 1992

(Hi | gers) (filed May 6,
1991)

Sachdeva et al. 5,232, 361 Aug. 3,
1993

( Sachdeva) (filed Apr. 6,
1992)

Clainms 1 and 2 stand rejected under 35 U . S.C. 8§ 102(e) as

bei ng antici pated by Hilgers.

Clains 1 through 16 stand rejected under 35 U. S.C. § 103

as bei ng unpat ent abl e over Sachdeva in view of Takahashi .
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 6, mailed March 21, 1994) and the exam ner's answer (Paper
No. 13, nmil ed Decenber 22, 1994) for the exam ner's conplete
reasoning in support of the rejections, and to the appellants’
brief (Paper No. 11, filed Septenber 30, 1994) for the

appel l ants' argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

det er m nati ons which foll ow.

The anti ci pation issue
The decision of the examner to reject clains 1 and 2

under 35 U . S.C. 8§ 102(e) is reversed.
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To support a rejection of a claimunder 35 U. S.C. §
102(b), it nust be shown that each elenent of the claimis
found, either expressly described or under principles of

I nherency, in a single prior art reference. See Kalnman v.

Kinberly-dark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Cir. 1983), cert. denied, 465 U S. 1026 (1984).

I ndependent claiml is drawn to an orthodontic appliance
fornmed of a titaniumalloy. The titaniumalloy conprises a $-
stabilizing elenment including at |east 12 w % nol ybdenum to

produce a $-nonophase that is stable at body tenperature.

Hi | gers discl oses an orthodontic archwire made of a
titani um nol ybdenum alloy. Hilgers teaches that they

have found that an orthodontic wire nmade out of a

titani um nol ybdenum all oy is capabl e of providing the
desired physical properties. U S. Pat. No. 4,197, 643

di scl ose sone alloys of the general type suitable for the
present invention. |In order to maintain the appropriate
ductility required for an archwire nmade i n accordance
with the present invention, the wire should be nade of a
mat eri al having a body centered cubic structure having a
maxi mum of 30% al pha phase form

H | gers then discloses that they have found the foll ow ng

al l oy conposition to be suitable:
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% By Wi ght
Mo (Mol ybel enum 11.5% £ 2%
Zr (Zirconium 6. 0% = 2%
Sn (Tin) 4.5% + 2%
Ti (Titanium bal ance

The appel |l ants argue (brief, pp. 4-5) that Hilgers does
not either expressly or under principles of inherency teach a
titaniumalloy including "at |least 12 w % nol ybdenumto
produce a $-nonophase that is stable at body tenperature.” W
agree. \Wile Hlgers does teach a titaniumalloy including
"at least 12 wt % nol ybdenum " Hil gers does not, either
expressly or inherently, teach to produce that alloy as a $-
nonophase that is stable at body tenperature. Hlgers is
silent as to whether his titaniumalloy is produced as a $-
nonophase that is stable at body tenperature or not. Since a
titaniumall oy can be produced as other than a $-nopnophase
that is stable at body tenperature (e.g., mxed " and $
phases, a $-nonophase that is not stable at body tenperature,
an "-nonophase, etc.), H lgers does not inherently disclose a

$- nonophase that is stable at body tenperature.
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Since all the limtations of independent claim1l are not
found in Hlgers, the decision of the exam ner to reject
i ndependent claim 11, as well as dependent claim 2, under

35 U S.C 8 102(e) is reversed.

The obvi ousness i ssue
The decision of the examner to reject clains 1 through

16 under 35 U.S.C. § 103 is reversed.

The test for obviousness is what the conbi ned teachi ngs
of the references woul d have suggested to one of ordinary

skill in the art. See In re Younq, 927 F.2d 588, 591, 18

USPQ2d 1089, 1091 (Fed. Cr. 1991) and In re Keller, 642 F. 2d

413, 425, 208 USPQ 871, 881 (CCPA 1981). Furthernore, the
conclusion that the clainmed subject matter i s obvious nust be
supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of
ordinary skill in the art that would have | ed that individua
to conbine the rel evant teachings of the references to arrive

at the clained invention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ@d 1596, 1598 (Fed. Cr. 1988). Rejections based
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on 8 103 nust rest on a factual basis wth these facts being
interpreted w thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).

Wth this as background, we analyze the prior art applied

by the examiner in this rejection of the clains on appeal.

Sachdeva di scl oses an orthodontic bracket. Sachdeva
teaches (colum 4, |ines 50-52) that the material for the
orthodontic bracket is not limted to commercially pure

titanium but may conprise any titani um based all oy.

Takahashi di scloses (colum 2, lines 16-17) that $-type
titanium alloys such as Ti-15M-5Zr and Ti-15Mo-5Zr-3A have
been used as as an erosion-shielding material for steam

turbi ne bl ades nade of a Ti-6Al-4V all oy.
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| ndependent claiml is drawn to as an orthodontic
appliance formed of a titaniumalloy. Independent claim?7 is
drawn to as an orthodontic appliance conprising a bracket
nmeans forned of a titaniumalloy. Independent claiml14 is
drawn to as an orthodontic bracket fornmed of a titanium all oy.
The titaniumalloy recited in clains 1, 7 and 14 conprises a
$-stabilizing elenent including at |least 12 wt % nol ybdenumto

produce a $-nonophase that is stable at body tenperature.

The conbi ned teachings of the applied prior art (i.e.,
Sachdeva and Takahashi) do not teach or suggest as an
ort hodonti c appliance/ bracket made froma titanium all oy
including "at least 12 w % nol ybdenum to produce a $-nobnophase
that is stable at body tenperature.” Wile the conbined
teachings of the applied prior art nmay suggest a titani um
alloy including "at least 12 wt % nol ybdenum " the conbi ned
teachi ngs of the applied prior art do not teach or suggest to
produce that alloy as a $-nobnophase that is stable at body

t enper at ur e.
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Since the subject nmatter of independent clains 1, 7 and
14, as well as dependent clainms 2 through 6, 8 through 13, 15
and 16, are not taught or suggested by the applied prior art,
the decision of the examner to reject clainms 1 through 16
under

35 US.C. 8 103 is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 1 and 2 under 35 U.S.C. § 102(e) is reversed and the
deci sion of the examner to reject clainms 1 through 16 under

35 US.C. 8 103 is reversed.
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REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
WLLIAM F. PATE, |11 ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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ALBERT J. BRENEI SEN
KENYON & KENYON

ONE BROADWAY

NEW YORK, NY 10004



APPEAL NO. 95-2721 - JUDGE NASE
APPLI CATI ON NO. 08/ 054, 927

APJ NASE
APJ PATE

APJ CALVERT

DECI SI ON:  REVERSED

Prepared By: Delores A Lowe

DRAFT TYPED:. 18 May 98

FI NAL TYPED:

Heard: May 5, 1998

3 Man Conf



